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2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 
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4a) Of the above claim(s) is/are withdrawn from consideration. 
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DETAILED ACTION 
Introduction 

1 . Applicants' amendments and remarks filed on 7/1 1/2007 have been entered. Claims 1 , 9 
and 17 have been amended. Claims 1, 3, 4, 6, 8, 9, 1 1, 12, 14, 16, 17, 19, 20, 22 and 24 are 
active. 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

3. In response to the amendments, the new matter issue in prior Office actions is withdrawn. 
In view of the amendments, the Office action has been rewritten as set forth below. 

Claim Rejections - 35 USC § 112 

4. Claims 1, 3, 4, 6, 8, 9, 1 1, 12, 14, 16, 17, 19, 20, 22 and 24 are rejected under 35 
U.S.C. 1 12, second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. 

More particularly, in independent claims 1, 9 and 17, the term "flexible film" lacks 
antecedent basis. For the present Office action, it is presumed that the term "flexible film" has 
been deleted as set forth in the beginning of each independent claim. Clarification is required in 
the next reply. 
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Rejections Based on Prior Art 

5. Claims 1, 3, 4, 6, 8, 9, 11, 12, 14, 16, 17, 19, 20, 22 and 24 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Weng et al. [US 5972234] in view of Ishiwata et al. [US 
5300172]. 

Weng's invention relates to a tape for marking a wafer (semiconductor device). A high- 
intensity energy beam is used to create a cavity or a mark through the tape. The tape is 
laminated to a top surface of the semiconductor substrate and exposed to an etchant to form a 
mark in the substrate [abstract]. Weng teaches that any suitable tape of polymeric based 
material, which can be easily patterned by high-intensity energy beams such as ultraviolet light 
or laser, can be used [col. 4, lines 27-33]. The marking tape adheres to a substrate to be marked 
[col. 2, line 64]. A release layer (flexible film) may be provided to cover the adhesive layer for 
protection during the laser marking process [col. 4, line 64 through col. 5, line 2]. The release 
layer may be formed of any suitable material such as polypropylene or PET [col. 5, lines 1-2]. 

For claim 1, Weng lacks teachings that the marking tape comprises 1) a material having a 
thermal expansion coefficient substantially similar to the semiconductor device; 2) two different 
adhesive layers, 3) the first outermost adhesive layer is radiation curable and bonded to at least a 
portion of a semiconductor device; 4) the second adhesive layer is radiation curable and 
facilitates peeling upon laser marking a semiconductor device. However, regarding 1), since 
Weng teaches a marking tape having substantially the same structure and composition as the 
instant invention and for the same use, selecting a workable material having a similar thermal 
expansion coefficient substantially similar to the semiconductor device is deemed to be an 
obvious routine optimization, dictated by the same end usability, such as by the desire to obtain 
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full protection layer without separation at interface during the semiconductor marking process 
steps. Regarding 2), applicants are reminded that the latest amended Fig. 5 [see amendment filed 
12/20/2004] shows that both layers are identified as IB, therefore they are interpreted as the 
same as one single layer. Further, since the recitation lacks any patentably distinct composition 
features in these two "different" adhesive layers, the term "different" appears to be merely 
associated with structural relationship difference at the outer surfaces, as being in contact with 
different superstate or substrate, which are inherent the same for the outer surfaces of a single 
layered adhesive as well. In other words, since Weng's single-layer adhesive provides these 
same structural features at its outer surfaces and there is no composition difference in claimed 
layers, Weng's single layered adhesive reads on the two different adhesive layers as claimed. 
Regarding 3), Ishiwata's invention relates to a surface-protection method during etching. 
Through the use of a radiation-curable adhesive tape at the time of etching, a tape is stuck 
(bonded) onto an adherend wafer (semiconductor device), then the radiation-curable adhesive 
layer is irradiation cured before the etching treatment, the cured adhesive has much enhanced 
etching resistance by improving acid resistance to the etching liquid, and by lowering the water 
absorption [col. 2, lines 49-57]. It would have been obvious to one of ordinary skill in the art to 
modify Weng's adhesive layer with Ishiwata's radiation-curable adhesive layer, motivated by the 
desire to obtain an enhanced etching resistance. Regarding 4), since Weng discloses a release 
layer (flexible film) may be provided to cover the adhesive layer for protection during the laser 
marking process, and the combined teachings of prior art render the structure and composition of 
claimed invention obvious, a workable releasing property between the adhesive layer to the 


Application/Control Number: 1 0/092, 139 Page 5 

Art Unit: 1771 

release layer is deemed to be an obvious routine optimization, motivated by the desire to 
facilitate the removal of the release layer. 

For claim 3, since the surface of the semiconductor is not a structural element of instantly 
claimed laser-markable tape of claim 1, whether the surface of the semiconductor bears grinding 
marks or not bears no weight to the patentability. Further, even if it is considered, since Weng 
expressly teaches that the substrates includes a silicon wafer and any suitable electronic substrate 
materials that is utilized in the fabrication of electronic devices [col. 4, lines 18-20], Weng's 
teachings encompass the claimed limitation as well. 

For claim 4, since Ishiwata\s radiation-cured adhesive layer provides an enhanced etching 
resistance, it is interpreted as providing a permanent adhesion in the marking process of the 
semiconductor device. 

For claim 6, since the prior art teaches the same use (marking a wafer or semiconductor 
device), the "homogeneous surface" of the adhesive layer outer surface is deemed to be 
obviously provided by practicing the same invention of the prior art. 

For claim 8, Weng's polypropylene release layer is inherently translucent. 

For claims 9, 11, 12, 14, 16, 17, 19, 20, 22 and 24, since they have same scope of claimed 
limitations as claims 1, 3, 4, 6 and 8, they are also rejected for the same reasons. 

Response to Argument 

6. Applicants argue [Remarks page 10] that the combined teachings of prior art does not 
teach or suggest a tape which has a portion thereof left on a semiconductor device for a mark. 
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However, such a limitation is absent from the independent claims 1, 9 and 17, and their 
dependent claims. 

Applicants argue [page 10] that since Weng et al. does not teach or suggest using a tape 
that has laser markable surface and since Ishwata et al. teach or suggest the use of a radiation 
cured adhesive used to form a three dimensional network, any rejection based upon the Weng et 
al. reference and the Ishawta et al. reference is a hindsight reconstruction of the Applicants 
inventions. However, since Weng teaches a making tape for semiconductor which can be easily 
patterned by high-intensity energy beams such as ultraviolet light or laser, and Ishiwata discloses 
a radiation curable adhesive having an improved etching resistance for the same use of marking a 
wafer, the referenes are combinable, and the combined teachings read on the claimed invention. 
Since the combination takes into account only knowledge which was within the level of ordinary 
skill at the time the invention was made, and does not include knowledge gleaned only from the 
applicant's disclosure, such a reconstruction is proper. 

Applicants argue [pages 10-11] that neither the Weng ct al. reference nor the Ishiwata ct 
al. reference nor any combination thereof teaches or suggests the use of a second adhesive layer 
different than the first outermost adhesive layer. However, applicants are reminded that the 
latest amended Fig. 5 [see amendment filed 12/20/2004] shows that both layers are identified as 
IB, therefore they are interpreted as the same as one single layer. Further, since the recitation 
lacks any patentably distinct composition features in these two "different" adhesive layers, the 
term "different" appears to be merely associated with structural relationship difference at the 
outer surfaces, as being in contact with different superstate or substrate, which are inherent the 
same for the outer surfaces of a single layered adhesive as well. In other words, since Weng's 
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single-layer adhesive provides these same structural features at its outer surfaces and there is no 
composition difference in claimed layers, Weng's single layered adhesive reads on the two 
different adhesive layers as claimed. 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Victor S. Chang whose telephone number is 571-272-1474. The 
examiner can normally be reached on 8:30 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel H. Morris can be reached on 571-272-1478. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Victor S Chang/ 

Primary Examiner, Art Unit 1771 

8/18/07 
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